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DETAILED ACTION 
Claim Rejections - 35 USC § 103 
The following is a quotation of 35 USC 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1, 3-5, 8-9, 12-13, 16-23, 27-28, 31-39 and 42-46 are rejected under 35 U S C. 
103(a) as being unpatentable over US 6,1 12,189 Richard et al in view of US 5,924,082 
Silverman et a, hereinafter Silverman2. 

With respect to Claim 1, Richard discloses the invention substantially as claimed, 
including in a system for facilitating electronic securities trading (Col. 18, line 60 to Col. 21, line 
67), elements of: 

an electronic trading marketplace (ETM) for receiving indications to trade securities and 
for facilitating trading of the securities (Fig. 11, eles. Ai-A n ; Fig, 11, eles, 146-148; Col. 19, lines 
5-17; Col. 19, lines 45-49; see also the linked trader of Figs. 11 and 31) ; and 

an interfacing module (Fig. 31, ele. 313 and related text) interfacing with an order 
management system (OMS) database and in communication with the ETM (Fig. 31, ele. 3 14 and 
related text) for reading data records in the OMS database reflecting orders for securities (Col. 
21, lines 5-13) and for automatically executing trades of securities derived from the data records 
in the OMS database reflecting orders for securities to the ETM (Col. 20, line 67 to Col. 21, line 
4). 
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In the interpretation of the phrase "for reading data records in the OMS database 
reflecting orders for securities," it is understood that data records reflecting orders are not 
necessarily orders themselves. For this reason, the "information from the traders regarding the 
degrees of satisfaction of the traders to take either position in the different securities" disclosed 
by Richard at Col. 21 , lines 5-8 is interpreted as data records in the OMS database reflecting 
orders for securities. Further, the phrasing is so broad as to encompass essentially any well- 
known and essential order parameters such as price, quantity and type of order. 

Applicants argue that the nexus of the invention is the capacity to provide non-binding 
indications to trade securities. Richard does not specifically disclose this limitation although it is 
specifically drawn to "automated" negotiations for securities trades. See Summary of the 
Invention. Silverman! discloses provision of non-binding indications to trade based on data 
reflective of trader criteria at Summary of the Invention, Fig. .2 and Col. 7, line 1 to Col. 10, line 
58. See particularly Col. 7, line 35 to Col. 8, line 8. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Richard to include the non-binding indications of Silverman! because this would 
provide discretion of negotiating within an automated trading system. This benefit is specifically 
disclosed by Silverman! at Col. 2, lines 17-30 and is quoted as follows: 

Third, in the known automated trading systems, once a trader has entered a bid or offer, the trader no longer 
has the discretion of negotiating the entered terms of the bid or offer. The system automatically executes 
trades when compatible offers and/or bids are found. In some systems, a trader may enter a "soft" offer or 
bid, wherein the trader retains the discretion to either execute or not execute the trade. However, the terms 
of such a soft offer or bid define the objective criteria that must be satisfied to create a firm offer or bid. 
The known systems provide no means by which a trader can input a mere "expression of interest" in a 
particular transaction wherein the trader need not provide predefined objective criteria which would make 
the expression of interest firm. 
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Silverman! discloses that it invention provides the benefit of "expressions of interest" at 
Col. 3, lines 56-60: 

It is a fiirtha- objective of the present invention to provide a negotiated trading system which enables users 
to enter expressions of interest with respect to a type of transaction, wherein the user need not provide 
defined or objective criteria necessary to complete the transaction. 

Note that Silverman! accommodates automated execution as well as "expressions of 
interest," showing compatibility of Richard and Silverman! '. See Silverman! at Col. 5, lines 16- 
21. 

As to Claim 3, Richard discloses a negotiation module for supporting negotiation and 
trading by traders using the OMS at Abstract, Col. 7, lines 25-57 and Fig. 13. 

Concerning Claim 4, Richard discloses anonymous negotiation at Col. 1, lines 10-14. 

Regarding Claim 5 5 Richard does not specifically disclose trader authentication. 
Official Notice is taken that it was old and well known at the time of the invention to 
authenticate traders trading on automated trading systems. For example, authentication 
consisting of presenting a user id and password was in nearly universal use. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to include trader 
authentication in the system of Richard because this would assure that only persons authorized to 
access the system were allowed to do so. 

With respect to Claim 8, processor 3 13 of Richard inherently filters orders to an ETM, 
thus not sending some, by executing only those orders in the OMS database having 
characteristics which result in a "match". 

With respect to Claim 9, see the discussion of Claim I ; Richard further discloses an 
OMS database interaction module as processor 313 of Fig. 31. 
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With respect to Claim 12, see the discussion of Claims 9 and 8. 

With respect to Claim 13, Richard discloses consideration of price and quantity at 
Summary of the Invention. 

With respect to Claim 16, see the discussion of Claims 1 and 3. 

Concerning Claim 17, as to the provision of plural OMSs, see the discussion of Claim 
44 regarding plural functional elements. 

With respect to Claim 18, Rickard discloses plural EIMs at Fig. 14, eles. 146-148 and 
related text. 

With respect to Claim 19, see the discussion of Claims 18 and 8 above. 
With respect to Claim 20, see the discussion of Claims 16 and 4 above. 
With respect to Claim 21, see the discussion of Claims 16 and 5 above. 
With respect to Claim 22, see the discussion of Claims 16 and 3 above. 
With respect to Claim 23, see the discussion of Claim 1 above. 
With respect to Claim 27, see the discussions of Claims 8 and 23 above. 
With respect to Claim 28, see the discussion of Claims 27 and 13 above. 
As to Claims 31-37, they are the computer-readable medium form of Claims 9-15 and 
are rejected in a like manner. 

Concerning Claim 38, se the discussion of Claims 23 and 1. 

With respect to Claims 39, see the discussion of Claim 23 and Claim 24. 

Concerning Claim 42, se the discussion of Claims 23 and 13. 

With respect to Claim 43, see the discussion of Claims 44 and 1. 
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With respect to Claim 44, see the discussion of Claim 1 . Rickard further discloses a 
need for liquidity at Col. 2, lines 1-2 land discloses that its invention provides such liquidity at 
Figs. 22 and 24-29 and Col 8, line 66 to Col. 9, line 38. As to the recitation of first and second 
OMSs and trading firms, it would have been obvious to one of ordinary skill in the art at the time 
of the invention to provide plural functional elements (firms having OMSs) in a system for 
trading functions since it has been held that duplicating a part for a multiple effect is obvious. In 
re Harza, 274 F.2d 669, 671, 124 USPQ 378, 380 (CCPA 1960). Also note the disclosure of 
plural trader workstations (OMSs) of Figures 11 and 14 of Rickard. 

With respect to Claim 45, Rickard discloses the invention substantially as claimed, 
including in a method of facilitating security transactions on multiple markets (Col. 19, lines 5- 
17) using an order management system in which a trading firm records information regarding 
orders for securities (Col. 18, line 60 to Col. 2, line 67), steps of: 

creating records reflecting orders for securities in an order management system (OMS) 
database (Col. 21, lines 5-13), 

initiating transmission of a binding order to a first marketplace of binding orders, the 
order based on a record in the OMS database (Col. 20, line 41 to Col. 21, line 13); 

providing an interfacing module to read multiple records in the OMS database and derive 
trades from the multiple records reflecting orders in the OMS database (Fig. 1, ele. 3 13 and 
related text; Col. 21, lines 5-13). 

Rickard does not specifically disclose non-binding indications to trade securities, 
although it is specifically drawn to "automated" negotiations for securities trades. See Summary 
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of the Invention. Silverman2 discloses provision of non-binding indications to trade based on 
data reflective of trader criteria at Summary of the Invention, Fig. 2 and Col. 7, line 1 to Col. 10, 
line 58. See particularly Col. 7, line 35 to Col. 8, line 8. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Richard to include the non-binding indications of Silverman2 because this would 
provide discretion of negotiating within an automated trading system. This benefit is specifically 
disclosed by Silverman! at Col. 2, lines 17-30 and is quoted as follows: 

Third, in the known automated trading systems, once a trader has entered a bid or offer, the trader no longer 
has the discretion of negotiating the entered terms of the bid or offer. The system automatically executes 
trades when compatible offers and/or bids are found. In some systems, a trader may enter a "soft" offer or 
bid, wherein the trader retains the discretion to either execute or not execute the trade. However, the terms 
of such a soft offer or bid define the objective criteria that must be satisfied to create a firm offer or bid. 
The known systems provide no means by which a trader can input a mere "expression of interest" in a 
particular transaction wherein the trader need not provide predefined objective criteria which would make 
the expression of interest firm. 

Silverman2 discloses that it invention provides the benefit of "expressions of interest" at 
Col. 3, lines 56-60: 

It is a further objective of the present invention to provide a negotiated trading system which enables users 
to enter expressions of interest with respect to a type of transaction, wherein the user need not provide 
defined or objective criteria necessary to complete the transaction. 

Note that Silverman! accommodates automated execution as well as "expressions of 
interest," showing compatibility of Richard and Silverman! '. See Silverman! at Col. 5, lines 16- 
21. 

Silverman! further discloses multiple markets as known automated trading systems , 
which execute trades when offers and/or bids are found (Col. 2, lines 17-40), and a negotiated 
marketplace for non-binding indications (Col. 5, lines 1-21), at least. It would have been 
obvious to one of ordinary skill in that art at the time of the invention to modify Richard with the 


Application/Control Number: 09/834, 1 7 1 
Art Unit: 3624 


Page 8 


multiple market feature of Silverman! because this would provide the particular functionality to 
a negotiated market recited by Silverman! at Col. 5, lines 8-15: 

A benefit of the negotiated matching system according to the present invention is that the complex and 
confidential credit evaluation and risk management procedures of various financial institutions are taken off 
line completely and left up to each individual party. This greatly simplifies the system needed to 
accommodate numo-ous financial institutions, does not require standardization of institution financial 
practices, and allows the institutions to keep their credit practices confidential. 

With respect to Claim 46, see the discussion of Claim 45. Although Richard discloses 
plural markets as noted above and discloses automatic placement of orders for trades, it does not 
disclose automatic placement of non-binding indications from records reflecting orders for 
securities. As noted above Silverman! discloses this limitation. It would have been obvious to 
one of ordinary skill in the art at the time of the invention to modify Richard to include the non- 
binding indications of Silverman! because this would provide discretion of negotiating within an 
automated trading system. 

Further, Official Notice is taken that manual initiation of transmission of a binding order 
was old and well known at the time of the invention. For example, this was known on trading 
exchange floors. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Richard to include such manual processing because this would open up 
trading using the claimed method to traditional manual traders. 

Additionally, even absent the teachings of automation by the references, Applicants 
should note that the recitation of an automatic or computer-related means for accomplishing a 
previously known function cannot add patentability. It is well settled that it is not "invention" to 
broadly provide a mechanical or automatic means to replace manual activity which has 
accomplished the same result. See In re Venner, CCPA, 120 USPQ 192. 
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Claims 2, 10, 14-15, 24, 29-30 and 47 are rejected under 35 U.S.C 103(a) as being 
unpatentable over US 6,1 12,189 Rickard et al in view of US 5,924,082 Silverman et al, 
hereinafter Silverman2 and further in view of US 2003/0050888 Satow et al 

With respect to Claim 2, Rickard discloses the invention substantially as claimed. See 
the discussion of Claim 1. Rickard does not specifically disclose updating of an OMS database 
responsive to execution information from a marketplace. Satow discloses this limitation at para. 
42. It would have been obvious to one of ordinary skill in the art at the time of the invention to 
modify Rickard with the OMS database updating of Satow because this would maintain up-to- 
date records in the OMS database. 

With respect to Claims 10 and 14-15, see the discussion of Claim 2; Claims 10 and 14- 
15 further recite obvious functionalities of updating and synchronizing order data in the OMS 
and ETM. For example, Claim 10 effectively claims that when a trade occurs at the ETM, the 
OMS is made aware of the executed trade via an OMS database interaction module. This would 
be obvious to let the OMS know to eliminate suitable data records reflecting the executed order. 

Claim 14 effectively claims the reverse. In this instance, OMS data reflecting a changed 
OMS status is examined to determine a need to update information for the ETM. This would be 
obvious to present data reflecting new orders to the ETM and keep the system updated. Claim 
15 likewise recites similar database synchronization elements. 

With respect to Claim 24, see the discussion of Claims 23 and 10. 

With respect to Claim 29, see the discussion of Claim 23 and 14 above. 
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With respect to Claim 30, see the discussion of Claims 29 and 15 above. 
With respect to Claim 47, see the discussion of Claims 45, and 10 and 14. 


Claims 6-7, 11, 25-26 and 40-41 are rejected under 35 U.S.C 103(a) as being 
unpatentable over US 6,1 12,189 Richard et al in view of US 5,924,082 Silverman et a, 
hereinafter Silverman2 and further in view of US 6,505,175 Silverman et al, already of record. 

With respect to Claim 6, Richard discloses the invention substantially as claimed. See 
the discussion of Claim 1. Richard does not specifically disclose a transaction history module. 
Silverman discloses this limitation at Cols. 1 1-12, "Execution Entry" state and Col. 10, lines 55- 
67. It would have been obvious to one of ordinary skill in the art at the time of the invention to 
modify Richard with the transaction history disclosed by Silverman because this would provide a 
record of security transactions for uses such as audit. 

With respect to Claim 7, Richard discloses the invention substantially as claimed. See 
the discussion of Claim 1. Richard does not specifically disclose format conversion between 
trading system elements. Silverman discloses this limitation at Col. 5, lines 38-49. It would 
have been obvious to one of ordinary skill in the art at the time of the invention to modify 
Richard to include such conversion because this would allow trading system elements using 
different native data formats to communicate with one another. 

With respect to Claim 11, see the discussion of Claims 9 and 7. 

With respect to Claims 25 and 26, see the discussion of Claims 23 and 7 above. 

With respect to Claims 40 and 41, see the discussion of Claims 23 and 7 above. 
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Response to Arguments 
Applicant's arguments filed May 31, 2005 have been fully considered but they are not 
persuasive. 

Applicant provides substantive argument regarding multiple markets at pages 21-24. As 
shown in the citation to Silverman above in the rejection of Claim 45, the reference does show 
multiple markets. 

At page 22, Applicant argues that Silverman2 does not disclose automated execution. 
First, the Examiner notes that Applicant quotes text that recites "without necessarily 
automatically executing transactions". Thus, automatic execution is not precluded. Secondly, 
Silverman2 does disclose automated execution at Col. 2, line 20, which recites "The system 
automatically executes trades when compatible offers and/or bids are found". This automatic 
execution is clearly of "binding" offers/bids, as no discretion is given to a trader once a match is 
found. The fact is, Silverman! discloses automated execution of binding offers/bids (Col. 2, line 
20, a first market) and separate execution for negotiated bids/offers (Col. 5, lines 8-15, a second 
market). Applicants claim is no more detailed than the disclosure of Silverman2. 

At pages 25-28, Applicant first argues that the references do not teach an order 
management system by reference to Declarations and the Specification. In the application of 
Richard, the Examiner broadly and reasonably interprets an OMS as a device for managing 
trader orders; the Claim language requires no more. Applicant argues from the Specification that 
the OMS are more than workstations, but this is not reflected in the Claim. 
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At page 26, Applicant argues that derivation of non-binding indications from OMS 
records reflecting binding orders. The rejection is made over a combination of the references, 
based on what would be obvious to one of ordinary skill in the trading arts. An artisan would be 
motivated to modify the binding orders of Richard (and Silverman!) into the non-binding 
indications of Silverman2 because this would add flexibility to the trading process by providing a 
negotiation function that would lead to the identification and execution of more compatible 
trades. This motivation was provided in the prior office action; Applicant has not addressed the 
specifics of the motivation but rather discusses the references piecemeal. 

At page 27, Applicant argues that the references teach away from the recited limitation of 
deriving non-binding indications form records in an OMS because "each requires traders to 
manually enter trade information". The limitation does not recite how the derivation of non- 
binding indications is performed, whether "automatically" or manually by a trader and so the 
teaching away argument fails. Further, while Applicant cites differences between the references, 
no showing is made that the references are antagonistic to one another. Applicant fails to 
address the Examiner's comments on Silverman2 or citations to the reference, but merely asserts 
teaching away. 

At page 28, regarding Claim 46, Applicant argues that replacing the binding orders of 
Richard with expressions of interest of Silverman2 would produce merely expressions of 
interest. This is what Applicant claims is provided to the second market, non-binding 
indications. Applicant's analysis of the references is piecemeal. At page 29, Applicant makes 
assertions regarding the Official Notice and speculative markets but does not relate the 
comments to specific claim language. 
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At pages 30-31, Applicant discusses Satow in isolation. Applicant does not address the 
Examiner's comments regarding the other cited art of record. The rejection was made as a 
combination of Richard, Silverman! and Satow. The rejection organization clearly sets out the 
relationship among the references. Applicant seems to argue that Satow is deficient in elements 
for which other references are cited. 

Pages 31-31 appear to restate arguments regarding Claims 45 and 46 addressed above. 

At pages 37-38, Applicant argues that Richard discloses compensation for insufficient 
liquidity as opposed to providing liquidity. The Examiner sees these as functionally equivalent. 
At page 38, second para. Applicant argues aspects of OMSs which may be in the Specification, 
but are not present in the Claims. At pag3 38 to 39, Applicant argues against disclosure of plural 
OMSs b Richard but address the Examiner's comments in the rejection of Claim 44, wherein In 
re Harza is cited. Applicant further argues unclaimed aspects of the invention's OMS. 

At pages 39-40, Applicant further argues aspects of the Specification that do not 
distinguish over the prior art of record. Applicant argues an element of interfacing modules, 
which ca broadly be read as something as simple as a modem, but cannot confer patentability. 

To this point in the prosecution, Applicant has strenuously argued differences between 
the prior art of record and the invention. The claimed invention, in contrast, does not recite 
many of the elements argued. To facilitate prosecution, the Examiner recommends that 
Applicant review the specification for particular inventive concepts and amend the Claims to 
clearly recite these concepts. The Claims as presented do not distinguish over the prior art of 
record, understood in combination by on of ordinary skill in the trading arts. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

US 6,421,653 May for its disclosure of plural trader OMSs; see Figs. 1 and 3 and 

related text. 

The David and Gutterman references are cited for the disclosure of order management 
systems. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles Kyle whose telephone number is (571) 272-6746. The 
examiner can normally be reached on 6:30 to 3:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on (571) 272-6747. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 


crk 

January 9, 2006 


Primary Examiner 
Charles Kyle 


Art Unit 3624 


